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OBVIOUSNESS OF CHEMICAL AND PHARMACEUTICAL INVENTIONS IN THE UNITED STATES

Yigal Fraenkel, Ph.D.

Senior Patent Attorney, Reinhold Cohn and Partners, P.O. Box 13239, Tel-Aviv, Israel 61131

yifraenkel@rcip.co.il
The long-time key rule for determining obviousness of patent applications was up to 2007 the "Teaching-Suggestion-Motivation" (TSM) test. Whether the prior art provides some motivation or suggestion to combine the prior art teachings. The Supreme Court in its landmark decision (KSR International Co. vs. Teleflex Inc.) has rejected the rule and has set up other rules for determining obviousness.  

Simple mechanical devices appear to be most at risk in view of the new rules, whereas chemical and pharmaceutical inventions which often demonstrate unpredictable results are less at risk.

The following issues will be discussed:

1. The general guidelines laid by the court.

2. Analysis of post-KSR judgment given in an infringement suit of a pharmaceutical product taking into account the new guidelines.    
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